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Art Unit: 2645 

DETAILED ACTION 

1. This action is in response to applicant's amendment filed on Marcy 11, 2003. Claims 1- 
21 are now pending in the present application. 

Claim Rejections - 35 USC §102 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 10,12-15,22 and 23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Milewski US Patent 6,519,326. 

Regarding claim 10, Milewski teaches a telephony device (155,160) for playing a 
customized message to a caller, (abstract; col. 4, lines 46-51), comprising: 

a ring detector generating a detection signal in response to an incoming call, (col. 3, lines 
47-55; call request signal is detected); 

a ringer (voice-ringer) alerting a called party to the incoming call in response to the 
detection signal, (col. 3, lines 49-55; col. 6, lines 15-32; a voice-ring announcement is played 
over a telephone speaker); 

a command interface (fig. 2) for receiving one or more message parameters from the 
called party, (col. 4, lines 1-7; col. 5, line 63-col. 6, line 7); and 

a controller for activating the command interface in response to the detection signal and 
for transferring, even in an instance in which the called party intends not to answer the incoming 
call, (the called party can ignore the incoming call and send a message notifying the calling party 
that they will not answer, col. 6, lines 3-7), the customized message to the caller, the customized 
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message been customized according to the message parameters, wherein the controller is an 
element of a telephone (computer/telephone), (col. 5, lines 63-col. 6, line 7; fig. 3). 

Regarding claim 12, Milewski, as applied to claim 10, teaches an audio interface for 
receiving a spoken message from the called party, (col. 4, lines 46-51). 

Regarding claim 13, Milewski, as applied to claim 12, teaches a memory for storing the 
spoken message, (database 108; col. 2, lines 44-53; col. 4, lines 21-27). 

Regarding claim 14, Milewski, as applied to claim 10, teaches a keypad permitting the 
called party to manually enter the message parameters, (col. 5, line 63-col. 6, line 7). 

Regarding claim 15, Milewski, as applied to claim 10, teaches a caller identification unit 
for displaying caller information to the called party, (fig. 2). 

Regarding claim 22, Milewski, as applied to claim 10, teaches wherein the ring detector 
is configured to detect the incoming phone call based on the incoming call itself, (col. 3, lines 
49-55; col. 6, lines 15-32). 

Regarding claim 23, Milewski, as applied to claim 22, teaches wherein the ring detector 
is configured to detect a ring signal of the incoming telephone call, (col. 3, lines 49-55; col. 6, 
lines 15-32). 

Claim Rejections - 35 USC §103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 1-9,20,21 and 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Adams US Patent 6,400,814 in view of Wolff et al. US Patent 5,327,486. 
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Regarding claim 1, Adams teaches a system for responding to an incoming call, (fig. 6; 
col. 2, lines 51-64) from a calling party, comprising: 

means (telephone 10/call controller 36) for receiving the incoming phone call, (col. 4, 
lines 4-25); 

means for generating a user alert in response to the incoming phone call, (col. 6, lines 3- 

37); 

means for enabling selective entry of a user message (transfer-to-voicemail command 
message) entered in response to the alert while the incoming call is pending and still ringing to 
the calling party (col. 6, lines 14-60; call continues to ring until after the user sends a user 
message). 

Adams does not specifically teach of playing the selected user message to the calling 

party. 

Wolff teaches that it was well known in the art to response to an incoming call by 
selected a user message and means for playing the user message to the calling party, (col. 5, lines 
4-6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Adams by playing the selected message to the 
calling party as taught by Wolff so that the calling party will know how their call is being 
processed e.g. transferring to voice mail or that the called party is busy. 

Regarding claim 2, Adams in view of Wolff teach means for releasing the call after 
playing the message, (col. 6, lines 27-37). 
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As shown above, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the system of Adams by playing the selected message 
to the calling party as taught by Wolff so that the calling party will know how their call is being 
processed e.g. transferring to voice mail or that the called party is busy. 

Regarding claim 3, Adams teaches means for displaying caller identification information 
to the user, (col. 6, lines 3-14). 

Regarding claim 4, Adams teaches wherein the receiving means includes means for 
activating a user command interface for a predetermined period of time following 
commencement of the user alert, (col. 6, lines 3-14). 

Regarding claims 5 and 6, Adams, as applied above does not specifically teach wherein 
the receiving means includes a voice recognition unit for recognizing at least one spoken 
command. 

Wolff teaches that it was well known in the art to have receiving means which includes a 
voice recognition unit for recognizing at least one spoken command, (col. 7, lines 17-22) and 
wherein the at least one spoken command includes a predetermined instruction (verbal 
command) and a variable parameter, (col. 6, lines 17-36; col. 7, lines 5-22; figs. 8 and 9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Adams by using speech recognition as taught by 
Wolff so that the user can operate the device in a hands free mode and so that the system can 
validate the end user through speaker recognition techniques to ensure privacy protection of the 
device. This is to make certain that the called party is an authorized user of the receiving device.. 
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Regarding claim 7, Adams teaches wherein the receiving means includes means for 
manually selecting the user message, (col 5, lines 15-46). 

Regarding claims 8 and 9, Adams, as applied above, does not specifically teach of 
recording an audio user message. 

Wolff teaches that it was well known in the art to have means for recording an audio user 
message, (col. 5, lines 57-65; col. 7, lines 17-22) so that a user can send the user message to a 
calling party, (col. 5, lines 1-6,57-65) and means for storing the user message, (col. 5, lines 1- 
6,57-65). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Adams by recording an audio user message as 
taught by Wolff so that a user can pre-recorded customized user responses for specific callers. 

Regarding claim 20, Adams teaches wherein the system is incorporated within a 
telephone, (fig. 3). 

Regarding claim 21, Adams teaches wherein the command interface receives the 
message parameters form the called party while the incoming call is not yet connected, (col. 5, 
lines 14-46). 

Regarding claim 25, Adams in view of Wolff, as applied to claim 1, teaches wherein said 
means for playing the user message to the calling party is configured to cause playing the user 
message to the calling party in some instances in which the user refuses to answer the incoming 
phone call, (fig. 8; col. 6, lines 37-45). 

As shown above, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the system of Adams by playing the selected message to the 
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calling party as taught by Wolff so that the calling party will know how their call is being 
processed e.g. transferring to voice mail or that the called party is busy. 

Regarding claim 26, Adams, as applied to claim 1, teaches wherein the means for 
generating a user alert in response to the incoming phone call comprises means for detecting the 
incoming phone call based on the incoming phone call itself, (col. 4, lines 4-25). 

Regarding claim 27, Adams, as applied to claim 26, teaches wherein the means for 
detecting the incoming phone cal comprises means for detecting a ring signal of the incoming 
telephone call, (col. 4, lines 4-25). 

6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Milewski in view 
ofWolff. 

Regarding claim 11 9 Milewski does not specifically teach of using voice recognition for 
receiving spoken commands that include message parameters. 

Wolff teaches a voice recognition unit for receiving spoken command (col. 7, lines 17- 
22) that include the message parameters, (col. 6, lines 17-36; col. 7, lines 5-22; fig. 8). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Milewski by using voice recognition to receive 
spoken commands as taught by Wolff so that the user can operate the device in a hands free 
mode and so that the system can validate the end user through speaker recognition techniques to 
ensure privacy protection of the device. This is to make certain that the called party is an 
authorized user of the receiving device. 

7. Claims 16-19 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weishut US Patent 6,047,057 in view of Wolff. 
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Regarding claim 16, Weishut teaches a method for presenting an audio message to a 
telephone caller, (fig. 5; col. 2, lines 22-32), comprising: 

detecting, at a recipient telephone, an incoming telephone call, based on the incoming 
phone call itself, (col. 3, lines 25-45); 

generating, from the recipient telephone, a user alert in response to the incoming call, 
(col. 2, lines 7-21; col. 3, lines 25-55); 

receiving a command from a called party in response to the user alert, (col. 4, lines 2-10; 
col. 4, lines 50-58). 

Weishut does not specifically teach generating an audio message based on the command. 

Wolff teaches that it was well known in the art to receive a command from the user and 
to generate an audio message based on the command, (col. 5, lines 1-6,57-65); answering the 
incoming call, (col. 5, lines 4-6); and playing the audio message to the telephone caller, (col. 5, 
lines 4-6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Weishut by generating an audio message and 
playing the selected message to the calling party as taught by Wolff so that the calling party will 
know how their call is being processed e.g. transferring to voice mail or that the called party is 
busy and so that the called party can create customized voice responses to the caller. 

Regarding claims 17 and 18, Weishut, as applied to claim 16, does not specifically teach 
of using voice recognition. 

Wolff teaches activating a voice recognition unit to receive a command, (col. 7, lines 17- 
22; col. 6, lines 17-36; col. 7, lines 5-22; fig. 8). Wolff further teaches recording a spoken 



Application/Control Number: 09/175,156 Page 9 

Art Unit: 2645 

message from the called party and including the spoken message in the audio message, (col. 5, 
lines 1-6,57-65). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Weishut by using voice recognition to receive 
spoken commands as taught by Wolff so that the user can operate the device in a hands free 
mode and so that the system can validate the end user through speaker recognition techniques to 
ensure privacy protection of the device. This is to make certain that the called party is an 
authorized user of the receiving device. 

Regarding claim 19, Weishut, as applied to claim 16, teaches manually entering the 
command using a keypad, (col. 5, lines 50-58). 

Regarding claim 24, Weishut, as applied to claim 16, teaches wherein the detecting step 
detects the incoming telephone call by detecting a ring signal of the incoming telephone call, 
(col. 3, lines 25-45). 

Response to Arguments 
8. Applicant's arguments filed April 1, 2004 have been fully considered but they are not 
persuasive. 

Regarding claims 10, 12-15, Applicants contend that Milewski does not teach "even in 
an instance in which the called party intends not to answer the incoming call" since Milesski 
specifically teaches away from such feature by teaching that its call answer message is 
specifically to signal that the call is to be accepted. The Examiner respectfully disagrees. 
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While the amendment necessitated the new grounds of rejection, the Examiner has 
clarified the office action to include a new citation in which a user in Milewski can ignore the 
call and send a message. 

Regarding claim 7-9, 20 and 21, Applicants contend that Adams does not teach means 
for enabling selective entry of a user message entered. . .while the incoming call is pending and 
still ringing. The Examiner respectfully disagrees. 

Given the broad scope of "message" the Examiner believes since a user can input a 
command for the switch when the incoming call is ringing/alerting the user then the command to 
the switch reads on a selected user message. 

The Applicants also stated that there is no basis in Adams to suggest that turning off the 
ringer of the telephone is in any way whatsoever an "entering" of a "user message" that it to be 
"played" or even sent. The Examiner agrees in part. 

The Examiner agrees, as stated in the office action, that Adams fails to teach of the user 
message being played. However, the Examiner believes that Adams at least teaches means for 
enabling selective entry of a user message entered in response to the alert while the incoming call 
is pending and still ring to the calling party since as stated in the office action the user is alerted 
and during the alerting process the user can send a command to the switch (reads on a user 
selected message (transfer-to- voicemail) since a command reads on a message). 

In regards to claim 21, Applicant states that it is not known how Adams can teach 
something "after playing the message " given that there is no playing the message is Adams. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 



Application/Control Number: 09/1 75, 1 56 Page 1 1 

Art Unit: 2645 

combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The Examiner did not state in the Office Action that Adams teaches of playing a 
message. The claim rejection to claim 1 and 21 is based upon the combination of Adams and 
Wolff. Since claim 1 , modifies the Adams reference to include sending a user message to be 
played to the calling party as taught by Wolff then claim 21 is met since Adams in view of Wolff 
teach of releasing the call after the message is played as shown in the Office Action. 

Regarding claims 16-19, Applicants contends that Weishut does not teach "detecting, at 
a recipient telephone, an incoming telephone call, based on the incoming phone call itself. The 
Examiner respectfully disagrees. 

As stated in the office action the recipient telephone is able to alert the user that an 
incoming call is arriving. Since the telephone is alerting the user of an incoming call then the 
incoming call itself triggers the incoming call alerting. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., basic 
telephone without external signaling infrastructure ) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

Conclusion 

9. Any response to this action should be mailed to: 
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Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
or faxed to: 

(703) 872-9306, (for formal communications intended for entry) 

Or: 

(703) 872-9306, (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ovidio Escalante whose telephone number is 703-308-6262. The 
examiner can normally be reached on M-F (6:30AM - 5:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan S Tsang can be reached on 703-305-4895. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



Application/Control Number: 09/175,156 Page 13 

Art Unit: 2645 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Ovidio Escalante 

Examiner SE^^AUNTE 

Group 2645 nSTENT EXAMINER 

May 14, 2004 



